Ai?p. No.: i 0/72 1,471 

Reply dated lamiaty 24, 20 ! i 

Reply to Fmai Oftlce Action of J^ovejaber 24, 2010 

REMARKS 

This Reply is filed in response to the November 24, 20 1 0 Office Action. ' Claims 1-19 
ami 21 were presented for examitiation and were rejected. The claims are not amended. No 
claims are added or canceled. Claims 1,7, 13, 18 and 21 are in independent form. Claims 1-19 
aad 21 are pending. 

Claims i'19 and 21 are rejected under 35 U.S.C. §112, first paragraph, as allegedly 
failing to comply with the written description requirement. Claims 1-19 and 21 are rejected 
under 35 U .S.C. § 103(a) as allegedly being un-paletitable over U.S. Patent No. 7,046,779 B2 to 
Besse (hereinafter "Hesse") in view of U.S. 2004/0093290 to Doss etaL (hereinafter "Doss"). 
Applicants respectfully traverse. 

35 U.S.C. §112 Rejection 

Claims 1-17 are rejected rnider 35 U.S.C. §112, first paragraph, as aliegediy failing to 

comply with tlie written description requirement. Per the Office Action, the independent ciairas 
recite the limitation '"visifatkm in person with said inmate at a correctional facility in which said 
inmate is hmse^r (emphasis added) and, per the Office Action, the Examiner cannot find subject 
matter described by this limitation in Applicants' originally filed specification, (Office Action 
pgs 3-4) But, tiiis subject matter does appear in the originally filed application. As presented in 
Applicants' previous response, see at least paragraphs [000 i], [0002], [0006], [0008], [0016], 
[0030], [0034], [0057], [0062] and [0066] of Applicants' .specification. 



* The OtTice Actioit may eoutain a muuber of stateitients ciianicierizmg liie cited references and'or tlie claims 
which .A:pplicatrts may not expressly idemUy herein. Regardless of w hether ca not my such statement is ideniilied 
herein. Applicants do not automaticaliy sotecribe to, or acrjuiesce in, any sucli statement. 
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Paragraph [0001 J says, among other things, that an exemplary embodiment: of the present 
invention relates to a system used for "inma/es /joitvet/ in a department of correcimns facUit\K^ 
Paragraph [0002] says, among other ihmgs, tiiat "'visits are permitted to be made each day to 
inmates of correctional faciliiies." Paragraph [0006] presents a system comprismg, araoiig other 
things, "a visitation scheduling module for scbedulmg, for approved visitors, an avaiiable time to 
visit an imrtate." Paragraph [0008] says, among other things, an exemplar)' embodiment "relates 
to registration, approval and scheduling of irmmte visitors at, for example, a department of 
corrections facility.'" Paragraph [0016] says, ainotig other things, that "tlie exemplary 
embodiments will be described in relation to inmates at a departmem of corrections facility" 
Paragraph [0030] says, among other thittgs, that a bar code, or the like, can "facilitate check-in 
upon the visitorfs) arriving at the prison." Paragraph [0034] says, among other things, that the 
visitor presents a confirraation number to a department of corrections official, "when the visitor 
arrives at the prison.'" Paragraph [0057] says, among other things, that the visitor is issued a 
confirmation ticket which can include, for example, "directions and instructions on what to do 
when arriving at the prisoih' Paragraph [0066] says, among other things, in reference to the 
flowchart of Fig. 1 1 , that "./» step SI I OS the visitors arrive [at the prison] ami in step Si 1 10 the 
visitors check-in'\ (italics added throughout) 

Applicants submit that the examples given above, which describe visitors arriving at a 
prison to \ isit an inmate housed at the prison, are cicai suppoit foi ciaun langiuiiic j Jcitmg 
"'M'iiiuthm m puson u///; suiu iiwutc at a corret tiofial fanlifs t/i '-ii/J nmhiie !\ t ohscd 

(emphasis added} The precise wotds of the clamis need not appeai m the specificatton '\\ hiie 
there is no in haec verba requirement, nevi^ly added claim limitations must be supported in the 
specification through express, implicit, or inhei:ent disclosure." MPEP 21 63(r)(B) Clearly, this 



Page 11 of 22 



Ai?p. No.: i 0/72 1,471 

Reply dated lamiaty 24, 20 ! i 

Reply to Fmai Oftlce Action of Novejaber 24, 2010 

limitation ts supported m the oiiginaf specification through express, implicit or iitheient 
disclosure as demonstrated by the above-noted paragraph references. Accordingly, it is 
respectfully submitted that the 35 U.S.C. §112 rejection of claims 1-19 and 21 is overcome aiid it 
is respectfully requested that the rejection be withdrawn. 

35 U,S,C§103(a) Rejection 

receiving a visitation request only from inmate having visitation priviieges 
Claim I , for example, is rejected under 35 U.S.C. § 1 03(a) as aliegedly being un- 
patentable over Hesse in view of Doss. Claim 1 recites, infer aiia: (a) "means for detenmning 
via a prison interface if the inmate has visitation privileges" and (b) "means for receiving a 
visitation request only from an inmate having said visitation privileges. . These two claim 
limitations (using parentlietical "a" and "b" designations herein only for ei^e of reference in this 
discussion) are considered together. 

The (a) limitation relates to determining if an inmate has visitation privileges and the (b) 
limitation relates to receiving a visitation request, but only from an inmate having those 
privileges. In other words, if that inmate is detennined to nof have the visitation privileges 
recited in (a) then a visitation request is not received in (b) as it otherwise would have been. If a 
visitation request is not received in (b), then operation of all subseqiient claim elements is 
concomitantly inhibited. (This is expressly recited in claim 21 .) Subsequent elements of claim 
I, with added convenience identifiers (c) through (g) are; 

(c) means for sending a registration request to each of the plurality of 
potential visitors based upon the received visitation request; 

(d) means for receiving registmtion information from said each of said 
plurality of potential visitors based upon the sent registration request; 
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(e) means, respoBsive to operation of said registration infomiation 
receiving means, for delennining whether the visiiatio« request from the privileged 
inmate is approved or disapproved; 

(f) means for communicating the approval or disapproval of the visitation 

request; and 

(g) means, operative in response to said registration receiving means, for 
permiiting one of said plurality of said potential visitors to schedule said same visitation 
for all of said plurality of potential visitors if said visitation request is approved. 

If a visitation request is not received in (b) because the inmate does not have visitation 
privileges then in the (c) limitation above the "means tor sending a registration request" does noi 
send that request because it is based upon a "received visitation request" xvhich it does wo/ 
receive because it does not exist when the inmate does not have visitation privileges. 

Because a visitation request is not received in (b) then in tlie (d) limitation above the 
"means for recei ving registration infonnation" does mx receive TegisiTatioii infonnation beca\tse 
it is based on a "sent registration request" in (c) which is noi sent because it does not exist when 
the inmate does not have visitation privileges. 

Because a visitation request is not received in (b) then in the (e) limitation above the 
"means, responsive to operation of said registration information receiving means, for 
determining. . does not determine approval or disapproval of the visitation request because the 
registration infomiation receiving means in (d) does not receive registration information because 
it does not e?cist vifhen the inmate does not have visitation privileges. 

Because a visitation request is not received in (b) then, similarly, in tire (f) liinitaiion 
above the 'ineans for communicating" does not commimicate approval or disapproval of the 
visitation request and in the (g) limitation above the "means for permitting" the scheduling of The 
visit is not permitted, when the inmate does not have visitation privileges. 
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Clearly, operation of claim 1 is predicated upon an insiKUe having visitation priviieges 

and without, those priviieges each subseqaefit ciaim limitadon does not operate to provide a 

result. (As noted, this is expressly recited in claim 21 .) But, Hesse does not shut down in this 

respect, Hesse, col. 7, lines 30-42, is cited against various of the limitations above and it says: 

\ schedule conteicnt-i pjocess 2(1 i cKates ie\ isc^ a id delete^ rci,unK \tojcd mi 
a ddtabisti oi („ojdejt.iiue pjans 20ts to esuihlish j LiMiSeitiiLe to be held fit a djte mJ nme 
in the tuture Confetcnce gUm nia> be m^jntvrin.d as a iccojd ot c<fnti,jci ccs compk'tcd 
(successful!) through expected du ation >i otiici \s ise m^^ut^ essfu) K ) ot i. anc olLd Rules 
refeiied to bv piocess 204 from stoie 20t n n '/'f /*( ' /<. nainm ' / c onf^ n/Kt pkvi^ to 
cicscrihea ])u fuiptjii^ ^i.>ti.t ' < t < / / / n it ^ i r l) mi <" p !n'K.u' 
attfihutc-^ pfio i>i^tfU! OiiuvU II U! Ik t. ^b^l^^f..d hs .im 

CO ve nonai wo k low oi vxork gioup soltwaie Protcs 204pio\ide atoncitonai 
user interface for use bv adnmitstrators 1 14. (Hesse. coL 7, hues 30-42; emphasis 
added) 

In reference to the above passage, the Examiner states "limit participation to qualified 
participajite" and he associates that with Applicants' inmate having visitation privileges. (Office 

.Action pgs 4-,5) In fact, this Hesse passage does reter to limiting participation in conference 
plans to qualified participajnts, such as those having approval, as italicized m the passage above. 
ki first blush, this may appear relevant to Applicants' recited "inmate having said visitation 
privileges" but, upon examination, it is not relevant for the following reasons. 

In Hesse, as gleaned from the above-quoted passage, if a potential participant is not 
qualified, quite simply that unqualified potential paiticipant^ alone, does not panicipate in the 
Hesse visitation, BUT THE HESSE VISITATION GOES FORWARD WITHOUT THAT 
IJNQIMLIFIED PARTICIPANT. Quite oppositely, if Applicants' recited inmate does not have 
visitation pri vileges as per the (a) l imitation of claim 1, then each of the remaining limitations of 
ciaim 1 do not produce any result because a meeting does not take place. Hesse cannot be read 
upon these limitations because 11 esse always produces a result in the sense that its meeting is not 
canceled because of an unqualified participant. 
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For example, witli respect to ApplicatUs' Hnutation (c) "means for sending a registration 
requesii to each of the plurality of potential visitors based upon the received visitatioo request" 
the registration request is not sent to AppHcaiits' recited visitors if the inmate does not have 
visitation privileges. But, by contrast, in Hesse, even if a visitor is disqtinHtied, any alleged 
eqiiivaleiit of ApplicaBts' "registration request" in Hesse is sfilJ sent to all reniasning potential 
visitors. The sections in Hesse applied in the Office Action against this claim limitation do not 
shut down simply because a Hesse participant does not qualify. Fhe Hesse meeting goes 
fomard. Hesse is not prevented from pursuing its video conference meeting; it merely dis- 
invites only the unqualified participant. Doss, cited merely for curing an admitted "in pei-son" 
disclosure deficiency in l-fesse does not cure xhh instant deficiency in Hesse. 

The Office Action attempts to read the above-quoted section and others in Hesse against 
virt^mily all of the limitations of claim 1, But, Hesse is irrelevant or ineffective for reasons given 
above and Doss doesn't cure. Therefore, Applicants submit that Hesse and Doss taken 
individually or in any reasonable combination do not disclose or suggest the subject matter of 
claim 1 . Therefore, for reasons given above, Applicants respectfully request that the 35 U.S.C § 
1 03(a) rejection of claim 1 be withdrawn and tire claim allovir'ed. 

eermittiitg one of the potentiat visitorft to schedtile the visitation 

Claim L rejected under 35 U.S.C. § 1 03(a) as allegedly being uii-patentable over Hesse in 
view of Doss, is allowable over these references for another reason, even if the inmate has 
visitation privileges. Claim 1 recites, imeralia: (g) "means, operative in response to said 
registration receiving means, for pemtitfing one of said plurality of said potential visitors to 
schechik mid same vmfafioftforail ofsaldphimlity of potential visitors if said visitation 
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request is approved." (emphasis added) The Ex^iiiner applies the Hesse, Fig. 10 flowchart 
agaiiist. this claim iiniiiation. (Office Action, pg 5) But, this flowchart does not disclose or 
suggest this claim limitation because Hesse's visHon; do not schedule the visitation, 

Hesse says: "Fig. 10 is a process flow diagram of a method for schetf uling a conference 
accordiag to various aspects of the present invention." (Hesse, col 3, lines 6-8) But, even 
according to ali aspects of Hesse's present iiwention, it is clear that the Hesse method for 
scheduling a conference relies soiely upon its adminismtor and not upon one of its potential 
visitors. For example: "A conference is scheduled by an adimnistrator who operates the 
conference control station." (llesse, col. 1, lines 51-53) "Administrators schedule conferences 
as requested by human participants," (Hesse, col. 4, lines 7-8) "A schediile conference p.tocess 
204 creates, revises, and deletes records stored in a database of conference plans 208 to establish 

a conference to be held at a date and time in the future Process 204 provides a conventional 

user interface for me by administrators 1 14 T (Hesse, col 7, lines 30-33 and lines 41-42; 
emphasis added) 

Clearly, Hesse's administrator is tlie person who schedules the conference but Hesse's 
administrator is not a visitor and is thus not equivalent to "one of said plurality of said potential 
visitors" as recited in claim 1. (emphasis added) Doss was cited for teacbing "in-person" 
meelings, btit its invitees, with their calendars interconnected via a network, inherently provide 
input to each other to collectively pre-agree to a meeting time/place/character that satisfies all of 
tlie conditions of all of the invitees. For example, see Doss paragraph [010.5] where specific 
input to the database is provided by an invitee for a specific reason. Therefore, in Doss, although 
one person may initiate a search for available time from each invitee (Doss, at least paragraph 
[0094]), the input to the database is from all invitees. Ilierefore, all invitees schedule the 
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meetmg at a mutually-acceptable time and under mutually acceptable conditions, via pre- 
agreemetri responsive to a search of available time, location, conditiotts, etc. m tlie database. 
The meeting is scheduled, and/or agreed to, as a result of aU invitees operating in concert, not m 
a result of one invitee scheduling the meeting. Thus, any alleged combination of Hesse antd Doss 
does not disclose or suggest "means, operative m response to said registration receiving iiieans, 
for permittirig cme of said pluralitj' of said potential visitors to schedule said same visitation for 
a!l of said plurality of potential visitors if said visitation request is approved" as recited in claim 
i . (emphasis added) Moreover, because Doss is not combinable witli Hesse for reasons given 
below, it cannot cure this deficiency in Hesse, regardless of interpretation of the roie of tlie 
singular user/searcher in Doss doing the initial aearcbing. 

Therefore Hesse md Doss taken individually, or in any reasonable combination, do not 
disclose or suggest: "means, operative in response to said registration receiving means, for 
permitting one of said plurality of said potential visitors to schedule said same visitation for all 
of said phirality of potential visitors if said visitation request is approved" as recited in claim I . 
Accordingly, for tliese additkmai reasons^ the 35 U.S.C. §1 03(a) rejection of claiiw 1 should 
withdrawn and tlie claim allowed. 

Hme is not cotnbiiiable with Doss 

The Office .Action, page 6, alleges thai combining Hesse and Doss would make 
Applicants' recited subject matter obvious because "the claimed invention is merely a 
combination of old elements." Without acquiescing iii-to the Office Action, whether or not 
Applicants' recited subject matter is a combination of old elements, by itself, would not 
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determine patentability. A combiiiatiori of old elerneTUs providmg new, iisefiil and non-obvious 
subject iBatter, as claimed in this ittstattce, is patetuable. 

The Office Action, page 6, furtlier alleges that one of ordinary skill in the art wooU! have 
recognized tliat this combination would produce a predictable result of using the [Hesse] system 
to indicate whether or not the meeting is in person. But, with a system that does not contemplate 
in-person meetings at all, as in Hesse, because it operates fundaraentaily differently from 
operation of Doss which does contemplate in-person meetings, there is no predictable result from 
that alleged combination because it simply cannot be made in the first place, as discussed below. 

The Office Action, page 6, furtlier alleges tMt tlie systems would behave in the same way 
whether the meeting was m person or in the same facility or with a teleconference, and this is 
plainly inaccurate as discussed below. 

Hesse relates solely to arranging for video conferencing meetings and nothing more. 
(Title and Abstract) Doss relates to searching electronic calendars to find available time that is 
common to all potential participants during which a meeting can be scheduled, and to find other 
relevant information about each potential participant, so that an in-person, video, e-mail, or 
telephonic meeting can be arranged. (Afasn-act; paragraphs [0003j and [0080J-[0088]) Hesse 
carmot be combined with Doss for various reasons. 

Fit^t of all, Hesse has absolutely nothing to do witli in-person or face-to-face meetings. 
The entire thrust of Hesse is to schedule video conferencing, and only video conferencing. This 
is the acknowledged deficiency in Hesse wlien it is applied against Applicants' claims in the 
Office Action. Thus, to attempt to corhbine any reference that discloses arranging for in-person 
meetiags, which is one aspect of Doss, with Hesse doesn't pass a common-sense test because 
there is no reason expressed or implied in Hesse for ever considering it from, or in connection 
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with, a viewpoiiu of i«-person meetings, in Applicants' view, .respectfully, it is implausible to 
consider Hesse in combination with the in-person aspects of Doss. Even if Doss could be 
combined with Hesse because video cont!erencing is disclosed in both Hesse and Doss, the in- 
person meeting aspect of Doss would still not mesh with Hesse and that aspect of Doss would 
still remain imcombiaable with Hesse, In other word.s, tlie sole expression of video conferencing 
in H esse repels its corabi«ation with any disclosures of in person meetings. 

Ahhougb communication may be achieved in both an in-person meeting and in a video- 
conference meeting, that commonality of purpose and resuh doesn't convert a publication 
dedicated only to video-conferencing into a publication conducive to a context of in person 
meetings. The two activities, (I ) ofity video conferencing and (2) in-person meetings, are 
physically very different and, without fimdamenta! design changes, physically incompatible. 
Doss has both, but only because it was designed for both from the outset; however, Hesse is 
designed only for video conferencing and remains incompatible in alleged combination witli 
Doss, as explained below. 

Indeed, the principle of operation of Hesse would have to be changed for the Hesse/Boss 
combination to be operative, and tliat is a forbidden result. "If the proposed modification or 
combination of the prior art would change the pnncipie of operation of the prior art invention 
being modified, then tlie teachings of the references are not sufficient to render the claims prima 
fecie obvious. In re Ratti^ 270 F.2d 810, 123 USPQ 349 (CCPA 1959)." M.P.E,P, § 2143,01 , 
Moreover, "[i]f the proposed modification would render the prior art inx^ention being modified 
unsatisfactory for its intended purpose, then tliere is no suggestion or motivation to make the 
proposed modification. In re Gordon, 733 F.2d 900, 221 USPQ 1 125 (fed. Cir. 1984)." 
M.P.E.P. § 2143.0L 
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I lesse and Doss operate differently. Hesse discloses iion-pa.ilicipa.nt personnel, those 
who are not hi aitendmice at a meetmg, such as adniinistrators, to set up the meetiiig via a 
schedule conference process 204, {see Hesse, Fig. 2) "A conference is scheduled by an 
admimstrator who operates the conference contro! station." (Hesse, coJ, 1, lines 51-53) 
"Administrators schedule conferences as requested by human participants," (Hesse, col. 4, lines 
7-8) "A schedule conference process 204 creates, revises, and deletes records stored in a 
database of conference plans 208 to establish a conference to be held at a date and time in the 

future Process 204 provides a conventional user interface for use by adminimrators ! 14."' 

(Hesse, col 7, lines 30-33 and lines 41-42; emphasis added) The administrator has access to the 
database of information about all potential pariicipatits 

But in Doss, it is the participants themselves who have access to each odiers' electronic 
calendars and any of them can perform a search for mutually-agreeable tirae/location'conditions 
pre-agreedby all meeting invitees. (Doss, at least paragraph [0094]) In fact, in Doss, the 
invitees must have access to each others' calendars for Doss to operate. "Oiere is no easily 
discernable way tliat Doss's operation can be made cotnpatible with Hesse's operation. A 
database accessible only by a non-participaut (rxon-invitee) as in Hesse is not compatible with a 
different database accessible only by participants (invitees) as in Doss, and the principle of 
operation of Hesse must be changed in order to combine tliese two references, thereby making 
Hesse i noperative for the purpose for which it is designed. This is an additional reason why the 
two references cannot be combined. 
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Indepei?dei« claims 7, D, 18 and 21 each recites limitations that are the sattie as, or 
simiiar to those of claim 1 presemed above. Claims 7, 13, 18 and 2i are, therefore, allowable for 
reasons which are the same as, or similar to, those given above for allowability of ciaim 1 . 

Dependent claims 2-6, dependent from claim I are also allowable, at least for reasons 
based on their respective dependencies from allowable base claim 1 . 

Dependent claims 8-12, dependeiit from claim 7 are also allowable, at least for reasons 
based on their respective dependencies from allowable base claim 7. 

Dependent claims 14-17, dependent from claim 13 ai-e also allowable, at least for reasons 
based on their respective dependencies from allowable base claim 13. 

Dependent claim 19, dependent from claim 1 8 is also aOowable, at least for reasons 
based on their respective dependencies from alloxvable base claim 18. 
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CONCLUSION 

Reconsideration aiid ailowance are respectfully requested iti view of the foregoing 
amendments and remarks.^ Applicant submits that ail objections and rejections have been 
addressed and have been overcome. 

To the extent iiecessarx', a petition for an extension of time under 37 C.F.R. § 1,136 is 
hereby made. Piease charge any shortage in fees due in connection witli the fiiing of this paper, 
including extension of time fees, to Deposit ^^ccount No, 07-2347 and please credit any excess 
fees to such deposit account. 
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2 As AiJpiicaJits' reraarks with respect to the Esamiiier's rcjectfoas are sufficient to ovctxromc these rejectioas, 
Aj?plicams' sjlence as to rtionis by the Examhicr in the Office Action or certain requireraeats tliat niay be 
applicable to sych rejections (e.g., whether a refsreiice constitutes prior art, niotivation to corabiae references, 
assmioiis as to dependent ciahm, etc.) is aot a concession by Applicants that such assertions are accurate or such 
iXjqiHrements have been met, mid Applicants reser\'e the right to analyze and dispute such asseriJon&Tequirertients in 
the ftitine. 
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